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DETAILED ACTION 

Claims 1, 5-11, 13, and 16-20 are pending and claims 2-4, 12, 14 and 15 are 
cancelled. 



Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

3. Claims 1 and 8-10 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Bilitz et al. (US 5,817,104) in view of Bates et al. (US 6,183,482 B1). 

With regard to claim 1, Bilitz et al. (hereinafter Bilitz) discloses a surgical device 
for removing foreign objects from a patient comprising a sheath (60) and a distal basket 
(70) initially disposed within an interior passage of the sheath (Figure 3A). As shown in 
Figure 3B, the basket legs (66) are distally connected at tip (68). An actuating means is 
comprised of thumb slide (18), central control wire (72), and piston (20). When the 
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actuating means is retracted proximally, the legs of the basket are deployed from the 
sheath and move outwardly away from each other (column 6, line 58 through column 7, 
line 22). Moving the actuating means distally forward causes the basket legs to retract 
into the sheath (column 7, lines 16-22). Since the actuating means is the only 
mechanism to expand the basket legs, no other components are disclosed to force the 
basket legs into an expanded configuration. 

However, Bilitz does not specifically disclose the transverse cross-section of 
each basket leg as having oppositely disposed concave and convex surfaces. 

Bates et al. (hereinafter Bates) also discloses a surgical device to remove foreign 
objects from a patient. As shown in Figure 1 , the device comprises a distal basket (10), 
sheath (40), and actuating means (12). Bates teaches that basket legs having a 
rounded circular cross-sectional shape advantageously reduce tissue trauma (column 1 , 
lines 57-61). The crescent shape shown in Figure 8E is disclosed as enhancing capture 
of foreign objects while reducing trauma (column 5, lines 43-52). As shown in Figure 
8E, each basket leg comprises a transverse cross-section defined by a radially inward 
first concave surface and an oppositely disposed radially outward convex surface. 
Therefore, the basket legs together would define a circular tubular shape having a 
circular opening and a circular exterior. 

Since Bates discloses advantageous basket legs it would have been obvious to 
one of ordinary skill at the time of the invention for the basket legs of Bilitz to also utilize 
crescent shape basket legs. Therefore, the basket would define a circular tubular 
opening. A portion of the actuating means of Bilitz, control wire (72), would then reside 
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within this circular opening so that the basket legs surround this distal portion of the 
actuating means (Figure 3A). 

With regard to claims 8 and 9, Figure 3A of Bilitz discloses a basket having 2 
basket legs and Figure 1 disclose a basket having 4 basket legs. 

With regard to claim 10, the device of Bilitz in view of Bates is capable of 
performing the instantly claimed procedures. 

4. Claims 5-7, 11, 13, and 16-20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Bilitz et al. (US 5,817,104) in view of Bates et al. (US 6,183,482 B1) 
and Grayhack et al. (US 4,61 1 ,594). 

Bilitz et al. (hereinafter Bilitz) in view of Bates et al. (hereinafter Bates) discloses 
the invention substantially as claimed. Bilitz discloses a surgical device comprising a 
basket that is retracted within a sheath. Bates teaches it is advantageous for basket 
legs to comprise a rounded configuration to reduce tissue trauma. Bates is further open 
to any rounded shape of basket legs (column 5, lines 33-39) but does not specifically 
disclose a rounded shape wherein the concave and convex surfaces have the same 
radius of curvature to produce a constant thickness. 

Grayhack et al. (hereinafter Grayhack) also discloses a surgical device to remove 
foreign objects from a patient. As shown in Figure 9, a distal portion of the device (20) 
comprises legs with a transverse cross-section forming a concave and convex surface. 
The two surfaces each have a constant radius of curvature to produce a constant 
thickness and oppositely disposed lateral surfaces. 
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Since Bates is open to the rounded basket leg shape and Grayhack teaches a 
rounded shape that is utilized to remove foreign objects from a patient, it would have 
been obvious for the device of Bilitz in view of Bates to comprise basket legs having the 
shape disclosed by Grayhack. 

Response to Arguments 

5. Applicant's arguments filed 01/16/2008 with respect to McGirr have been fully 
considered but they are not persuasive. Although the arguments are not persuasive, the 
rejection of McGirr has been withdrawn since McGirr does not disclose the basket as 
retracted within a sheath. 

6. Applicant's arguments filed 01/16/2008 with respect to Bilitz in view of Bates 
have been fully considered but they are not persuasive. Applicant argues that it is not 
obvious to modify Blitz with Bates since Bates provides a different reason for combining 
than the instant application. Specifically, Bates teaches a crescent shape for improving 
the basket holding ability while the instant application teaches a concave/convex shape 
so that the legs move automatically outward when in a deployed position without the 
assistance of a second component. However, as discussed above, the basket legs of 
Blitz automatically move outward when in a deployed position. Additionally, the 
crescent shape of Bates overlaps the instantly claimed concave/convex cross-sectional 
shape. Therefore, Blitz in view of Bates overlaps the scope of the instant claims even 
though a different motivation is provided. However, the fact that the applicant has 
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recognized another advantage which would flow naturally from following the suggestion 
of the prior art cannot be the basis for patentability when the differences would 
otherwise be obvious. See Ex parte Obiaya, 227 USPQ 58, 60 (Bd. Pat. App. & Inter. 
1985). 



Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See M PEP § 
706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 CFR 
1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Amy Lang whose telephone number is (571) 272-9057. 
The examiner can normally be reached on Monday - Friday, 8:30 a.m. - 5:00 p.m. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Todd Manahan can be reached on 571-272-4713. The fax phone number 
for the organization where this application or proceeding is assigned is (571) 273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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Examiner, Art Unit 3731 
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Supervisory Patent Examiner, Art Unit 3731 



